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1. The examiner acknowledges the amendments to claims 1-8 and 
the addition of claims 13-24 set forth in the amendment filed on 
Feb. 25, 2005. Claims 1-24 are pending. 

2 . The replacement drawing sheet of Fig . 1 received on 
Feb. 25, 2005, is acceptable. 

3. Applicants' election with traverse of the invention of 
Group I, which includes instant claims 1-8 and newly added 
claims 13-24, in the reply filed on Feb. 25, 2005, is 
acknowledged. The traversal is on the ground (s) that because 
the method claims 9-12 utilize the toner of claim 1, claims 9-12 
should be subject to rejoinder when the toner of claim 1 is 
allowed. This is not found persuasive. As set forth in the 
restriction requirement, the examiner has provided reasons as to 
why the toners of Group I are patentably distinct from the 
methods of using in Group II. Applicants have not specifically 
indicated the errors in the restriction or specifically 
articulated why the reasons for restriction are inadequate. In 
addition, applicants have not provided any reasons why the 
toners in Group I and the methods of using in Group II are not 
patentably distinct, or stated on the record that the inventions 
of the two groups are obvious variations of each other. 
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The requirement is still deemed proper and is therefore 
made FINAL. 

4. Claims 9-12 have been withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a nonelected 
invention, there being no allowable generic or linking claim. 
Applicants timely traversed the restriction (election) 
requirement in the reply filed on Feb. 25, 2 005. 

5. The objection to the drawings set forth in the office 
action mailed on Dec. 1, 2004, paragraph 6, has been withdrawn 
in response to the replacement drawing sheet of Fig. 1 filed on 
Feb. 25, 2005, and the amended paragraph filed on Feb. 25, 2005, 
beginning at page 48, line 11, of the specification. 

The objections to the specification set forth in the office 
action mailed on Dec. 1, 2004, paragraph 7, items (1) and (2), 
have been withdrawn in response to the amended paragraphs filed 
on Feb. 25, 2005, beginning at page 45, line 4, page 44, line 6, 
and page 48, line 11, of the specification. 

The objection to claim 8 set forth in the office action 
mailed on Dec. 1, 2004, paragraph 10, has been withdrawn in 
response to the amendment filed on Feb. 25, 2 005, to claim 8. 
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6. The disclosure is objected to because of the following 
informalities: 

The use of trademarks, e.g., ''Coulter counter" [sic: 
COULTER COUNTER] at page 52, line 4, has been noted in this 
application. The trademarks should be capitalized wherever they 
appear and be accompanied by the generic terminology. This 
example is not exhaustive. Applicants should review the entire 
specification for compliance. 

Although the use of trademarks is permissible in patent 
applications, the proprietary nature of the marks should be 
respected and every effort made to prevent their use in any 
manner which might adversely affect their validity as 
trademarks . 

Appropriate correction is required. 

Applicants' arguments filed Feb. 25, 2005, have been fully 
considered but they are not persuasive. 

Applicants assert that they have made appropriate 
corrections to the specification. 

However, for the reasons discussed above, the amendment to 
the specification filed on Feb. 25, 2005, did not capitalize all 
the trademarks disclosed in the instant specification. 
Accordingly, the objection stands. 
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7. The examiner notes that the instant specification at 
page 14, lines 18-20, defines the term ^'colored particles" 
recited in the instant claims as ^'toner particles which have not 
been mixed with external additives . ) 

8 . In view of the disclosure in the instant specification, the 
''external additive particles" in the limitation, "'sum of the 
colored particles and external additive particles having 
particle diameter of at most 2.5 um" (emphasis added) of 

0.1 - 10 percent by volume based on the sum of colored particles 
and the external additive particles, recited in the instant 
claims has been interpreted by the examiner to refer to external 
additive particles that are not attached to the colored 
particles. Antecedent basis for the examiner's interpretation 
is found at page 15, lines 1-9, of the specification. The 
specification at page 15, discloses that ''toner comprising 
external additives is sieved employing a 400-mesh sieve. The 
difference in the amount of external additives between prior to 
[sic; before] and after sieving is determined in terms of 
percent [sic: measured] by weight. The resulting difference is 
converted to a percentage by volume based on specific gravity, 
which is designated as (B) 
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The recitation ''percent by volume based on the sum the 
colored particles and the external additive particles'' in 
instant claims 1-3 and 8 has been interpreted by the examiner to 
refer to the percent by volume based on the total volume of the 
colored particles and external additive particles present in the 
toner . 

The recitation ^'percent by volume based on the colored 
particles" in instant claims 4, 5, 8, 21, 22, and 24 has been 
interpreted by the examiner to refer to the percent by volume 
based on the total volume of the colored particles pres,ent in 
the toner. 

The recitation ^'percent by volume based on the external 
additive particles" in instant claims 6-8, 23, and 24 has been 
interpreted by the examiner to refer to the percent by volume 
based on the total volume of the external additive particles 
present in the toner. 

In the response filed on Feb. 25, 2005, applicants do not 
disagree or agree with the examiner's definitions. 

Rejections based on the examiner's interpretations are set 
forth infra. 



9. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 
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10. Claims 1, 4, and 14 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over European Patent 0,331, 425 (EPM25) . 

EPM25 discloses the toner A comprising colored particles 
and externally added hydrophobic silica particles. The colored 
particles comprise a binder resin and as a colorant, magnetic 
powder. Toner A has a volume average particle diameter of 
7.8 ijm, which is within the range of 4.0 to 8.0 ym recited in 
instant claim 1. See example 1 at pages 11-14, and Table 2 at 
page 15, toner A. Prior to the addition of the external 
additive, the colored particles comprise an accumulated amount 
of 0.0% by volume of particles having a particle size of 3.17 ym 
or less. See Table 1 at page 13. Because the EPM25 colored 
particles in example 1 have an accumulated 0.0% by volume of 
color particles having a particle size of 3.17 ym or less, the 
EP'425 colored particles meet the limitation of comprising 
''9 percent or less by volume'' of colored particles having 
particle diameter of at most 2.5 ym based on the colored 
particles recited in instant claim 4. After the addition of the 
external additives to the colored particles, the resultant 
toner A comprises 10% by volume of particles having a particle 
size of 5 ym or less. The value of 10% by volume was determined 
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by dividing the percent by number of particles ^ 5 lam by the 
ratio of the percent by number to the percent by volume of 
particles ^ 5 ym reported in Table 2 for the toner in example 1 
(i.e., 35/3,4). See page 14, line 4. The EPM98 amount of 10% 
by volume of particles having a particle size of ^ 5 lam is 
within the numerical range of ''0.1 to 10% by volume of particles 
having a particle size of at most 2.5 pm based on the sum of 
colored particles and external additive particles'' recited in 
instant claim 1. 

EPM25 does not explicitly disclose that the amount of 10% 
by volume is the sum of color particles and external additive 
particles having particle size of ^ 5 pm. However, as discussed 
supra , the particle size distribution of the toner A appears to 
have been determined after the addition of the external additive 
particles. Thus, it is reasonable to conclude that the amount 
of 10% by volume is of the sum of color particles and the 
external additive particles having a particle size of ^ 5 ym in 
the toner A of EP'425. The burden is on applicants to prove 
otherwise. In re Fitzgerald , 205 USPQ 594 (CCPA 1980) . 

11. Claim 14 is rejected under 35 U.S.C. 103(a) as being 

unpatentable over EP' 425 combined with US 6,596,452 B2 (Magome) . 
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EP'425 discloses a toner as described in paragraph 10 
above, which is incorporated herein by reference. 

EPM25 does not specify the particle size of the 
externally added hydrophobic silica. EP'425 identifies the 
hydrophobic silica particles as a hydrophobic dry process silica 
having a BET specific surface area of 200 m^/g. EPM25, page 14, 
line 1. 

Magome teaches hydrophobic silica particles produced by 
treating a silica fine powder having a number average particle 
size of 9 nm with hexamethyldisilazane and a silicone oil. The 
hydrophobic silica particles have a BET specific surface area of 
200 m^/g. Col. 64, lines 25-29. The number average primary 
particle size of 9 nm meets the number average size of 5 to 
1,500 nm recited in instant claim 13. The BET specific surface 
area of 200 m^/g is within the teachings of EPM25. Magome 
teaches that hydrophobic silica particles having a number- 
average particle size of 4 to 8 0 nm can be added as a fluidity 
improver to magnetic toners. Col. 38, lines 16-19. Magome 
further teaches that if the number average primary particle 
diameter is larger than 80 nm, ''it is hard to attain a good 
fluidity of the magnetic toner, so that the magnetic toner 
particles tend to be non-unif ormly charged to tend to cause 
problems of fogging greatly, a decrease in image density and 
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toner scatter.'' If the number average particle size is less 
than 4 nm, the silica powder may be ^^strongly susceptible to 
agglomerate, and tends to behave not as primary particles but as 
agglomerates . . . [which] may scratch the image -bearing member 
or the toner- carrying member to tend to cause faulty images.'' 
Col. 38, lines 27-29, and 33-45. The reference appears to 
recognize that the number average particle size of the 
hydrophobic silica particles is a result-effective variable. 
The variation of a result-.ef f ective variable is presumably 
within the skill of the ordinary worker in the art . 

It would have been obvious for a person having ordinary 
skill in the art, in view of the teachings of Magome, to use a 
hydrophobic silica having a BET specific surface area of 200 m^/g 
and having a number average particle size of 9 nm as the 
hydrophobic silica in the magnetic toner disclosed by EP''475, 
because that person would have had a reasonable expectation of 
successfully obtaining a magnetic toner with good fluidity as 
disclosed by Magome. 

12. Applicants' arguments filed on Feb. 25, 2005, regarding the 
rejections over EP'425 in paragraphs 10 and 11 above have been 
fully considered but they are not persuasive. 
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'Applicants assert that EPM25 does not anticipate the 
claimed volume of particles having a particle size of ^ 2.5 pm 
because the EP'425 volume percentage is for particles having 
particle sizes of ^ 5 \m, not ^ 2.5 um as recited in instant 
claim 1. Applicants further assert that the examiner should not 
assume that the volume percentage for the larger particle size 
of EP' 425 can be correlated to the smaller particle size of 
< 2.5 \im recited in instant claim 1. 

However, as discussed in the rejection in paragraph 10 
above, EPM25 teaches that its toner comprises 10% by volume of 
particles having a particle size of ^ 5 urn. The EPM25 amount 
of 10% by volume of particles having particle sizes of ^ 5 lam 
includes particles having particle sizes of 2.5 ijm^or less. In 
the EP' 425 toner, the amount of particles having particle sizes 
of ^ 2.5 ijm can be at most 10% by volume of particles, which is 
within the range of 0.1 to 10% by volume of particles recited in 
instant claim 1. There is no dispute that the EP'425 toner 
contains some particles having particle sizes ^ 2.5 Thus, 
the EPM25 amount 10% by volume of particles having particle 
sizes of ^ 5 lam meets the range of 0.1 to 10% by volume of 
particles having particle sizes of or less ^ 2.5 ]xva recited in 
instant claim 1. 
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Applicants further assert that because EPM25 does not 
teach or suggest that the particle size or the volume percentage 
of the additive should be considered when preparing the toner as 
disclosed by applicants in the instant specification, it is 
therefore not possible to determine whether EP'425 teaches the 
4.0-8.0 ]im diameter distribution of claim 1, since the diameter 
distribution is based on the toner which includes the additive. 
Applicants assert that claim 1 is not anticipated since the 
diameter distribution of the toner including the additive cannot 
be accurately calculated. 

Applicants' arguments are not persuasive. Claim 1 recites 
that the ""volume average particle diameter of the toner is 
4.0-8.0 ]m'' (emphasis added). The toner in claim 1 comprises 
colored particles (i.e., toner particles) and the external 
additive. The EP'425 volume average particle diameter of 7.8 ijm 
is also of the toner, which also includes toner particles and 
the external silica additive. Thus, the EPM25 toner volume 
average particle meets the toner volume average particle size 
for the same reasons as applicants' toners. 

Applicants also assert that because EP' 425 teaches that the 
toner particles (i.e. colored particles) are present at 0% by 
volume for the particle size range of 2.00-2.52 ym, EP'425 
teaches that ''the colored particles at a size of approximately 
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2.5 litn are present in a volume% below the claimed range of 0.1 
to 10%.'' 

However, the claimed range of 0.1 to 10% by volume of 
particles having a particle size of ^ 2.5 lam represents the sum 
of toner particles and external additive particles, not of toner 
particles alone. The EPM25 amount of 10% by volume represents 
the total amount of toner particles and the external silica 
particles having particle sizes of ^ 5 ]xm. 

Applicants assert that the present invention is not obvious 
over EP' 425 because EPM25 does not teach or suggest the 
criticality of the claimed 10% volume percentage demonstrated in 
Tables 4 and 5 of the instant specification. 

However, for the reasons discussed above, the EPM25 amount 
of 10% by volume of particles having particle sizes of ^ 5 jam 
meets the range of 0.1 to 10% by volume of particles having 
particle sizes of ^ 2.5 ijm recited in the instant claims. 
Accordingly, the EPM25 toner meets the volume average particle 
size limitation and volume percentage recited in instant 
claim 1. Unexpected results are irrelevant when the basis of 
rejection is anticipation. 

Furthermore, the showing in the instant specification is 
insufficient to show that the range recited in instant claim 1 
is critical because the showing is not commensurate in scope 
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with the instant claims. The examples labeled of the invention 
comprise preferred toners comprising preferred external additive 
particles having a preferred number average particle size; a 
preferred volume percentage, i.e., ranging from 3.0% to 7.2%, of 
the sum of the toner particles and external particles having 
particle sizes of ^ 2.5 lam; , and a preferred volume percentage, 
i.e., ranging from 0.1 % to 1.1%, of external particles, based 
on the sum of colored particles and external particles. See 
instant dependent claims 2, 3, and 13, which depend from 
claim 1. Accordingly, given the welter of unconstrained 
variables and applicants' limited showings, the instant 
specification does not show that the full range of 0.1 to 10% by- 
volume recited in instant claim 1 provides unexpected results as 
alleged by applicants. 

Accordingly, for the reasons discussed above and in the 
rejections, the rejections over EPM25 stand. 

13. Claims 1, 2, 4, 14, and 15 are rejected under 35 

U.S.C. 102(e) as anticipated by or, in the alternative, under 35 

U.S.C. 103(a) as obvious over US 6,656,653 B2 (Mitsuhashi) . 

Mitsuhashi discloses a toner comprising colored particles 
and externally added hydrophobic silica. The colored particles 
comprise a binder resin, a colorant, and a wax comprising 
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behenyl behanate, which meets the compositional limitation of 
the compound recited in instant claim 15 . The toner has a 
volume average particle diameter of 7.2 pm, which is within the 
range of 4 . 0 to 8 . 0 ijm recited in instant claim 1 . See 
example 1 at cols. 18-20. Mitsuhashi discloses that after the 
addition of the hydrophobic silica to the colored particles, the 
resulting toner comprises 3.5% by volume of particles having a 
particle size of 5 ym or less. Col. 20, lines 49-50. The value 
of 3.5% by volume of particles having a particle size of ^ 5 lam 
is within the numerical ranges of 0.1 to 10% and 0.3 to 8% by 
volume of particles having a particle size of at most 2.5 lam 
based on the sum of colored particles and external additive 
particles, recited in instant claims 1 and 2, respectively. 

Mitsuhashi does not explicitly disclose that the amount of 
3.5% by volume is the sum of colored particles and external 
additive particles having particle size of ^ 5 jam. Nor does 
Mitsuhashi disclose that its colored particles comprise 9% by 
volume or less of colored particles having a particle diameter 
of at most 2.5 ijm as recited in instant claim 4. However, as 
discussed supra , Mitsuhashi discloses that the toner, after the 
addition of the hydrophobic silica to the colored particles, has 
the disclosed particle distribution of 3.5% by volume of 
particles having a particle size of 5 \xm or less. Furthermore, 
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the value of 3.5% by volume of particles having a particle size 
of 5 ijm or less is much lower than the value of 9% by volume or 
less of colored particles having a particle size of at most 
2.5 urn recited in instant claim 4. Thus, it is reasonable to 
conclude that the amount of 3.5% by volume is of the sum of 
colored particles and the external additive particles having a 
particle size of ^ 5 lam in the toner of example 1 of Mitsuhashi, 
and that the colored particles in the toner of Mitsuhashi 
comprise colored particles having a particle size of at most 
2.5 ]im in an amount of 9% by volume or less based on the colored 
particles as recited in instant claim 4. The burden is on 
applicants to prove otherwise. Fitzgerald , supra . 

Applicants' arguments filed on Feb. 25, 2005, have been 
fully considered but they are not persuasive . 

Applicants assert that Mitsuhashi does not anticipate the 
claimed volume of particles having a particle size of ^ 2.5 pm 
because the Mitsuhashi volume percentage is for particles having 
particle sizes of < 5 ]im, not < 2.5 jam as recited in instant 
claim 1. Applicants further assert that the examiner should not 
assume that the volume percentage for the larger particle size 
of Mitsuhashi can be correlated to the smaller particle size of 
^ 2.5 \m recited in instant claim 1. 
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However ; for the reasons in the rejection above, it is 
reasonable to presume that the Mitsuhashi 3.5% by volume of 
particles having particle sizes of ^ 5 urn is the sum of toner 
particles and external additive particles having particle sizes 
of ^ 5 ]jm. The Mitsuhashi amount of 3.5% by volume is within 
the range of 0.1 to 10% by volume recited in instant claim 1. 
The Mitsuhashi amount of 3.5% by volume of particles having 
particle sizes of ^ 5 pim includes particles having particle 
sizes of 2.5 ]m or less. In the Mitsuhashi toner, the amount of 
particles having particle sizes of ^ 2.5 ijm can be at most 3.5% 
by volume of particles, which is within the range of 0.1 to 10% 
by volume of particles recited in instant claim 1 . There is no 
dispute that the Mitsuhashi toner contains some particles having 
particle sizes < 2.5 |im. Thus, the Mitsuhashi amount 3.5% by 
volume of particles having particle sizes of ^ 5 ym meets the 
range of 0.1 to 10% by volume of particles having particle sizes 
of or less ^ 2.5 \im recited in instant claim 1. 

Applicants further assert that because Mitsuhashi does not 
teach or suggest that the particle size or the volume percentage 
of the additive should be considered when preparing the toner as 
disclosed by applicants in the instant specification, it is 
therefore not possible to determine whether Mitsuhashi teaches 
the 4.0-8.0 lam diameter distribution of claim 1, since the 
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diameter distribution is based on the toner which includes the 
additive. Applicants assert that claim 1 is not anticipated 
since the diameter distribution of the toner including the 
additive cannot be accurately calculated. 

Applicants' argiiments are not persuasive. Claim 1 recites 
that the ''volume average particle diameter of the toner is 
4.0-8.0 ijm'' (emphasis added). The toner in claim 1 comprises 
colored particles (i.e., toner particles) and the external 
additive. The Mitsuhashi volume average particle diameter of 
7.2 \m is also of the toner, which also includes toner particles 
and the external silica additive. Thus, the Mitsuhashi toner 
volume average particle meets the toner volume average particle 
size for the same reasons as applicants' toners. 

Applicants assert that the present invention is not 
obvious over Mitsuhashi because Mitsuhashi does not teach or 
suggest the criticality of the claimed 10% volume percentage 
demonstrated in Tables 4 and 5 of the instant specification. 

However, for the reasons discussed above, the Mitsuhashi 
amount of 3.5 by volume of particles having particle sizes of 
< 5 jam meets the range of 0.1 to 10% by volume of particles 
having particle sizes of ^ 2.5 ijm recited in the instant claims. 
Accordingly, the Mitsuhashi toner anticipates the toner recited 
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in instant claims 1, 2, 4, 14, and 15. Unexpected results are 
irrelevant when the basis of the rejection is anticipation. 

Furthermore, for the reasons discussed in paragraph 10 
above, the showing in. the instant specification is insufficient 
to show that the range recited in instant claim 1 is critical 
because the showing is not commensurate in scope with the 
instant claims . 

Accordingly, for the reasons discussed above and in the 
rejection, the rejection over Mitsuhashi stands. 

14. Claim 16 is objected to under 37 CFR 1.75 as being a 
substantial duplicate of claim 3 . When two claims in an 
application are duplicates or else are so close in content that 
they both cover the same thing, despite a slight difference in 
wording, it is proper after allowing one claim to object to the 
other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03 (k) . 

15. Claims 3 and 5-8 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in 
independent form including all of the limitations of the base 
claim and any intervening claims. 
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Claims 17-24 are objected to as being dependent upon 
objected claim 16, but would be allowable if rewritten in 
independent form including all of the limitations of the base 
claim and any intervening claims . 

The prior art of record does not teach or suggest the toner 
recited in instant claims 3, 5-8, and 17-24. 

Neither EP'425 nor Mitsuhashi teaches or suggests a toner 
comprising external additive particles having a particle 
diameter of at most 2.5 ]am that are present in the amount of 
0.5 to 5 percent by volume based on the sum of the colored 
particles and the external additive particles as recited in 
instant claims 3 and 17-21. Nor is there enough evidence on the 
present record for a person having ordinary skill in the art to 
reasonably conclude that the toners taught in either EP' 425 or 
Mitsuhashi comprise such a percent by volume of external 
additive particles as recited in instant claims 3 and 17-21. 

Neither EPM25 nor Mitsuhashi teaches or suggests a toner 
comprising colored particles having a particle diameter of at 
most 2.5 vim that are present in the amount of 0.05 to 8 percent 
by volume based on the colored particles as recited in instant 
claims 5 and 22 . Nor is there enough evidence on the present 
record for a person having ordinary skill in the art to 
reasonably conclude that the toners taught in either EP'425 or 
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Mitsuhashi comprise the percent by volume of colored particles 
recited in instant claims 5 and 22, 

Neither EPM25 nor Mitsuhashi teaches or suggests a toner 
comprising external additive particles having a particle 
diameter of at most 2.5 \m that are present in the amount of 
5 percent or less or 0.05 to 5 percent by volume based on the 
external additive particles , recited in instant claims 6 and 23 
and claims 7, 8, and 24, respectively. Nor is there enough 
evidence on the present record for a person having ordinary 
skill in the art to reasonably conclude that the toners taught 
in either EP'425 or Mitsuhashi comprise the percent by volume of 
external additive particles recited in instant claims 6-8, 23, 
and 24. 

16. Applicants' amendment necessitated the new ground (s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a) • Applicants are 
reminded of the extension of time policy as set forth in 37 
CFR 1.136(a) , 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 



17. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Janis L. 
Dote whose telephone number is (571) 272-1382. The examiner can 
normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner ' s supervisor, Mr. Mark Huff, can be 
reached on (571) 272-1385. The central fax phone number is 
(703) 872-9306. 

Any inquiry regarding papers not received regarding this 
communication or earlier communications should be directed to 
Supervisory Application Examiner Ms. Claudia Sullivan, whose 
telephone number is (571) 272-1052. 

Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 86.6-217-3197 (toll-free). 



JLD 

May 10, 2005 
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